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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 13-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per claims 13-20, "an e-mail transmission apparatus" is not embodied on a 
recordable medium that meet a statutory category of invention. Appropriate correction 
is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 9, 11-16 and 18-24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Chang et al. - hereinafter Chang (US 5,974,449). 

As per claims 1, 2, 4, 13-14, 16, 21-22, and 24, Chang discloses a recording 
medium in which a program for making a computer execute processing, the processing, 
comprising: 
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detecting a recipient's domain name of an e-mail to be transmitted with data 
attached to the e-mail from a recipient's address of the e-mail; detecting a recipient's 
server based on. the detected recipient's domain name; (Col 17 line 1 - Col 18 line 8, 
Figure 14) 

detecting a response time of the detected recipient's server; (Col 7 line 62 - Col 
8 line 1 1 , functionality of 'ping') 

deciding a format of the data to be attached to the e-mail depending on the 
detected response time; (Col 17 lines 40-45, Fig. 14: item 1414) 

formatting the data into the decided format; and transmitting the data formatted 
into the decided format to the recipient's address as an attachment of the e-mail. (Col 
17 line 1 -Col 18 line 8) 

As per claims 3, 15, and 23, Chang discloses a recording medium in which a 
program for making a computer execute processing, the processing, comprising: 

receiving a transmission instruction of an e-mail to be transmitted with data 
attached to the e-mail: detecting a recipient's domain name of the e-mail from a 
recipient's address of the e-mail based on the received transmission instruction; (Col 17 
line 1 - Col 18 line 8, Figure 14) 

detecting a recipient's server based on the detected recipient's domain name; 

searching a route to the detected server; (Col 17 line 1 - Col 18 line 8) 

discriminating whether a relay server having a prescribed property exists on the 
detected route; (Col 17 line 1 - Col 18 line 8) 
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deciding a format of the data to be attached to the e-mail depending on the 
discriminated result; (Col 17 line 1 - Col 18 line 8) 

formatting the data into the decided format; and transmitting the data formatted 
into the decided format to the recipient's address as an attachment of the e-mail. (Col 
17 line 1 -Col 18 line 8) 

As per claim 9, Chang discloses the recording medium as recited in claim 1, 
wherein the program stored in the recording medium makes the computer discriminate 
whether the recipient belongs to the same organization of a sender based on the 
detected recipient's domain name and decide a format of the data to be attached to the 
e-mail based on the discriminated result. (Col 17 lines 40-45) 

As per claims 11, 12, and 19-20 Chang discloses the recording medium as 
recited in claim 2, wherein the response time is detected by executing a connection 
status searching command against the detected server. (Col 7 line 62 - Col 8 line 11, 
functionality of 'ping') 

As per claim 18, Chang discloses the e-mail transmission apparatus as recited in 
claim 13, further comprising an original document reading apparatus to obtain image 
data by reading an original document, wherein the image data read by the original 
document reading apparatus is transmitted as attached data of the e-mail. (Col 1 lines 
42-52) 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. » 

Patentability shall not be negatived by the manner in which the invention was made. 

» 

Claims 5-8, and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chang (US 5,974,449) in view of Mai et al. (US 2006/0242311). 

As per claims 5-8 and 17, Chang discloses the recording medium as recited in 
claim 1the program stored in the recording medium makes the computer decide the 
format of the data every recipient and format the data into respective decided formats. 
(Col 17 line 1 - Col 18 line 8) Chang fails to disclose where the data is transmitted 
simultaneously to a plurality of recipients. Mai discloses where the data is transmitted 
simultaneously to a plurality of recipients. ([0010]) At the time the invention was made, 
it would have been obvious to a person of ordinary skill in the art to where the data is 
transmitted simultaneously to a plurality of recipients in the disclosure of Chang. The 
motivation for doing do would have been to deliver IP multicast content to users via a 
non-multicast enabled network. ([0007]) 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chang 
(US 5,974,449) in view of Dunnion et al. - hereinafter Dunnion (US 2002/0199119). 
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As per claim 10, Chang discloses the recording medium as recited in claim 9, 
wherein, in cases where it is discriminated that the recipient belongs to an organization 
different from an organization of the sender. (Col 17 lines 40-45) Chang fails to 
disclose the program stored in the recording medium makes the computer format the 
data into a format which is more difficult to edit the data than a format which is used to 
transmit the data to the same organization. Dunnion discloses the program stored in 
the recording medium makes the computer format the data into a format which is more 
difficult to edit the data than a format which is used to transmit the data to the same 
organization. ([0123],Table 4, Mail Commands, "Convert form MIME format into 
proprietary format for efficient transmission." At the time the invention was made, it 
would have been obvious to a person of ordinary skill in the art to format the data into a 
format which is more difficult to edit the data than a format which is used to transmit the 
data to the same organization in the disclosure of Chang. The motivation for doing do 
would have been to provide for improved security for email communication. ([0027]) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chirag R. Patel whose telephone number is (571)272- 
7966. The examiner can normally be reached on Monday to Friday from 7:30AM to 
4:00PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia, can be reached on (571) 272-3880. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pairdirect.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll free). 
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